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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Attorney Docket No. FED0013 
(71024-582) 



Application No: 10/035,047 



Confirmation No; 3243 



Filing Date: Deceml)er 27, 2001 



Examiner: Matthew O. Savage 



Group Art Unit 1723 

Title: FUEL PUI^P/FILTER INTEGRATION 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



I, Riciiard Harvey, declare as follows in support of the conception of this invention prior 
to fAay 10, 2000 and in support of the applicants commercially reasonable diligence prior to 
May 10, 2000 until the constructive reduction to practice of this invention: 

1 . I am the Technical Director for the Fuel Systems Group of Federal-Mogul Corporation. I 
have held this position continuously since 1996. 

2. My responsibilities as Technical Director included the supervising management of David 
E. Winn and Lany J. Tipton, both fonner employees of Federal-Mogul Corporation and inventors 
of the subject patent application. 

3. My responsibilities also included, and still include, oversight of all patent matters for the 
Fuel Systems Group of Federal-Mogul. 

4. The subject invention was first made know to me on or about January 8, 1999 when Mr 
Winn reported his discovery of the subject invention. 

5. Consistent with company policy, I instructed Mr. Winn to complete an Invention 
Disclosure Fonn, which he did Immediately. A copy of Mr. Winn's Invention Disclosure Form is 
attached as Exhibit A. and includes a dated drawing of the invention. 

6. Subsequent improvements to the invention were made by Mr. Tipton, which have been 
incorporated into the claimed subject matter. As a result, Mr. Tipton Is also an inventor of the 
subject patent application. 



7. Following company procedures, the Invention Disclosure Forni (Exhibit A) was 
fonwarded to Federal-Mogul's Corporate Legal Department, where an official file was created 
and the matter placed on the docket of the company's in-house Patent Counsel. 



DECLARATION OF RICHARD HARVEY 



8. On March 12, 1999, the Legal Department held a Patent Review meeting with the Fuel 
Systems Group, at which time this invention was reviewed to determine whether protective 
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action should be taken in view of the company's strategic business objectives, the technical 
condition of the invention, the potential for commercializing the invention, and other significant 
considerations. A decision was made to defer patent-legal action for approximately 2 months, 
while further technical reviews and commercial evaluations where made. 

9. On May 14, 1999, the Legal Department held a Patent Review meeting with the Fuel 
Systems Group, at which time this invention was again reviewed to detemiine whether to take 
protective action. A decision was made to defer patent-legal action for approximately 8 months, 
while further technical reviews and commercial evaluations where made. 

10. On January 14, 2000, the Legal Department held a Patent Review meeting with the Fuel 
Systems Group, at which time this invention was again reviewed to detemiine whether to take 
protective action. A decision was made to defer patent-legal action for approximately 3 months, 
while further technical reviews and commercial evaluations where made. 

11. On April 27, 2000, the Legal Department held a Patent Review meeting with the Fuel 
Systems Group, at which time this invention was again reviewed to determine whether to take 
protective action. A decision was made to conduct a patentability search. The same day, 
attorney Anthony Niewyk was verbally instmcted to conduct a patentability search for this 
invention, which instructions were commemorated in a letter from the Federal-Mogul in-house 
Patent Counsel dated April 28, 2000, as shown in the attached Exhibit B. 

12. On July 28. 2000, the Legal Department held a Patent Review meeting with the Fuel 
Systems Group, at which time this invention was reviewed against the results of the patentability 
search. A decision was made to file a patent application. The same day, attorney Anthony 
Niewyk was verbally instructed to file a patent application for this Invention, which instructions 
were commemorated in a letter firom the Federal-Mogul in-house Patent Counsel dated 
September 13, 2000, as shown in the attached Exhibit C. 

1 3. Sometime prior to July 28, 2000, Mr. Winn left the employment of Federal-Mogul 
Coiporetion. 

14. A first draft of the patent application for the subject invention was sent to inventor Mr. 
Tipton on January 22, 2001, as shown in a letter from the office of attorney Anthony Niewyk 
attached here as Exhibit D. 

15. Shortly after January 22, 2001 , Mr. Tipton left the employment of Federal-Mogul 
Corporation. 

1 6. On information and belief. Attorney Anthony Niewyk spent considerable time and effort 
in continuous attempts to communicate with Mr. Winn and Mr. Tipton in connection with the text 
approval of this patent application, and in signing the Declaration and Power of Attorney 
documents. 



1 7. On information and belief, Attorney Anthony Niewyk obtained the text approval and 
signed DeclaraUon and Power of Attorney from Mr. Winn on December 17, 2001 , and the same 
from Mr. Tipton on October 18, 2001. 

1 8. This patent application was then promptly filed, and the Invention constructively reduced 
to practice on, December 27, 2001. 
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19. It IS respectfully submitted that, in view of the facts as presented above Federal-Moaui 
Corporation has acted will all commercially reasonable diligence toSuS^^dy rSSe t^^^^ 
invention to practice from a date prior to May 10. 2000. consirucuveiy reduce this 

20. I declare that all statements made here of my own knowledge are true and that all 
s ta^emente made on Infomiatlon and belief are believed to be tnifand ftirthlr «S SSe 
statemen s are made with the knowledge that willful false staten^rts and K^o .Sd^ are 

under Section 1001 ?L 18 of the U^^^^^^^^ 

orty^p^l^Lrgrreor^^"^^^ 



Dated: lA f- 




RICHARD HARVEY 
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WENTION DISCLOSURE FORM 



instructions For Completing Invention DiscIoiliPrii;;;;; — 



the sketch 10 this ^ « of the invention and attacl 

S^ntTo/IS^tlrir ^witnessshouIdMbe.co. 
4. men completed, return this fonn to Patent Counsel's office (address on Page 4). 




Application/Invention Xaforination 



A. COVER 12VFORMA1TON 

Counsel upon receipt. ^"^^"^"^^^ P«>vided. An ID number will be assigned by Patent 

B. BACKGROUND 



6. msjh. iav«.do, b„„ „«tod to «Jo « sold? If ^ ^ 



-2- 
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INVENTION DISCLOSURE FORM 

THE INVENTION 

1. Discuss any problems this invention may sofvc, or advantages this inventionjnay have over nrinr 



2- Describe the features of this invenHon that solve the problems or nrovide the advantagi» idtotified 

— 



^ ffir /ftftftf i y^p r^MMf/ . ^ . ftSfjiiitiA 



3, Dcscnbe the mm components of this invention, prefembly with reference to an attached di^rfj^;far 
Discoss how the vayus components interact to achieve the purpose of the invgpti<in ; 

7;/:r 1^::^ ^1^ ^"^^^^^^^ 



^' ^^"j^^^^^j^^"^"^^ orprocesses of which you are aware: Afc.^^^ 



^- Describe the significant differences between this invention and products or ^roc^ identifi.5 



-3. 
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INVE^mON DISCXOSURE FORM 



Applicant/Inveptor Information [ 



r (or sole) Inventor Full Name: ^jtJ/ jj^AAh ui^^ 
Citizenship: 



Home Address: < a/ /T.^y l) 

Woik Phone: mj/ff-MAA Pax: i)9*'f'^< -aiUp Email; J 
Signature: HfZ^ Date: ^ 



Z*^ (if any) Inventor Full Name: 

Cidzenship: _; 

Home Address: 



City/Statc/Zipcodc: ' 

Wotk Phone : Fax: Emaii:_ 

Signature : Daie:^ 



5"* (if any) Inventor Full Name:. 

rJrizenghin : 

Home Address: 



Citv/State/Zipcode : 

Work Phone: • Pax : Email:. 

Slgnatiire : Dale: 



*BiCord addiUonal co-UtventoK on a separate ske^t and attach to this form* 

THIS INVEl^tlON HAS BEEN EXPLAINED TO ME AND UNDERSTOOD: 

Witness Sigpatute:r>*^^'u y IL ^.AX^ Date ; A/^^f 9 

Printed Name: LAttiiyiT Oi. /Tify^dkl 



Returning Disclosure Form 



Return original to: Patent Counsel 

Federal-Mogul Coipoiation 
26555 Northwestern Highway 
Southficld, Michigan 4S034 

Retain a copy of the completed form for your records. If reeeipi is not confirmed within 
two (2) weeks of submission, please contact the Patent CounsePs office at (248) 354-9439 or 
(248) 354-9927, 

-4- 

©1997 Federal-Mogul Coipoiation 
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TELEFAX 219^60*1727 



Jon E. Shackelford 

F'aient Counael 



April 28, 2000 



Anthony Niewyk, Esq. 
Bakers Daniels 
111 East Wayne Street 
Suite 800 

Fort Wayne. IN 46802 



Dear Tony: 

We request your asastanoe in oonducting a patent search in connection with the 
below Invention disdosure (copy encbsed). Please provide your patentabHiiy 
opinion to the Fuel Patent Team - with a copy to me. 

• Fuel ID-404 FUEL PUMP-RLTER IMTEGRATION 

If you have any questions, please call. 



RE: Patentability Opinion 




PadBral-Mogul World Wide, Ino. 
86559 NortlmastOTft Highway • Soulbfle^ Miohi^an 48034 
T9l.(248) 864-8438 • Pax (248) 354>8103 
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Group: 

□ Chassis Products 

□ Engine/Transmission Products 

^ Fuel Products 

□ Lighting Products 

□ Piston Products 

□ Sealing Products 

□ Other - 



^ MOGUL 



Invention 
Disclosure 
Form 
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INVENTION DISCXX>SUR£ FORM 



Instrncfions For Completing Inventlop Diadosure Form | 



1. Complete this fonn as soon as tx»sible aftef you have tiiought of the invention. 

2. Attach any drawings 10 the fonn. If no drawinp exist, please prepare a sketch of the invention and attach 
Hie sketch to this fonn. 

3. this form should be signed and dated by each inventor and then witnessed. "Hie witness should be a co- 
invcDtor of this invention. 

4. When completed, return tbia fonn to Patent Counsd's office (address on Page 4). 



Application/Invention InformatiOD 



A. COVER INFORMATION 

On the cover of this form, please print a descriptive name for this invention (e.g.. Pinion Seal WXti 
Notched Lip), and mark your group in (he s^pace provided. An ID number will be assigned by Patent 
Counsel iqwn receipt. 

B. BACKGROUND 

1. The date you (or am' co-mventors) first thought of this invention: 

im _ 

2. The date a drawing and^or written description of diis invention was first ptegand, e.g., in a report or 
other document: ^)m^mj^ ^ 5?^ {fff ^ 

3. Have you (or any co-xnvento») explained detaOs of fhis invention to anyone? If so, when and to 
whom ? A^ 



4. Has « sample or prototype of the invention been made? If so, who made it, how and when was it 
made? . ^ 



. Is there 90 intended cuptomer or application for Oiis invention? If so, please 
describe! i^ktf hLkuAihid (s^AfAfMtA ^ jA,^A»'iit^ 



6. Has the invention been offered for sale or sold? If so, when and to wbom? 
tk 



7, Has the invention been released fcr production? If not, when is It ej^ccted to be 
released ? iZik^^i^ 



-2- 
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INVENTION DISCLOSURE FORM 

THE INVENTION 

1. Discuss any problems this inyention may solve, ot advantages this invention^y have over prior 
products or processes : fA/jt j^^l"'^ H""- fJ<*^^*** rp ' ^ 




3. Describe the main components of this invention, pte&mbly with reference to an attached diawing(s). 
Pi^i^s how the various components interact Jo adbieve the purpose of die inw~^' 



,4^ 

-O 



Ideni 



5. Describe the significant difEptences between this invention and products or processes identifled 
above: 'fj . f. ./^..^z ^^-'^4 f^f .y^P yA^A^r ftPOM.tfi 




-3- 
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INVENTION DISCLOSURE FORM 



Applicant/Iiiveator Information 



1" (or 9Qle) Inventor FnU Nsme; fA,A^AJ- u)j^^ 

Citizenship: ^'^J^ 



Home Address: ^a}.^ *J /-<f U — — . 

Citv/State/ZipcQde r^jg^.^ / ^^^ feA /A/ 

Woric Phone; m f'^-^^j^ ^f^- ^/^^/^ -^^^p yk^iCUL^ <9 Mg^^W 
Signature: g^y/^C.^;! ^ Datgi //^/ff 



2"* (if any) Inventor FuU Nave:_ 

Citizenship: 

Home Address; 

City/Statc/Zipeode: . 



WotkPhone:,^ Fax: Email:. 

Sienatuic: - 



3'* (if any) Inventor Full Name:. 

CitisensUp: 

Home Address: 



f!ifv/Stflte/7iDCode: , — 

Work Phone: Fax: Bmail:_ 

Signature:^ • Date:_ 



*Record adMonal eihiiiveutors on a separtLte sheet mi attach this form* 
mm B^MNnOJf HAS BEEN EXPLAINED TOMB AND UNDERSTOOD: 

Witness Signature : /•^j^'^g-v^-^^ f r^^^-x^^tn^ Date;. 

Printed Name; 




Refarniiig Disclosure Form | 

Return origiiia] tot Patent Counsel 

Federal-Mogul Corporation 
26555 Northwestefn Highway 
Southficld. Michigan 48034 

Retain ft copy of the completed form for your records. If receipt Ss not confirmed within 
two (2) weeks of suhmission, please contact the Patent CounsePft office at (248) 354-9439 or 
(248)354-9927. 

-4- 

^1 997 Fedoal-Mogul Corporation 
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SEP '1 8 2000 



September 13, 2000 



BAKER & DANIELS ' 



Anthony NIewyk, Esq. 
Baker & Daniels 

1 1 1 East Wayne Street, Suite 800 
Fort Wayne, IN 46802 



RE: 



U.S. Patent Application 

FUEL PUMP-FILTER INTEGRATION 

Our Ref. Fuel-30101 (Former Ref. Fuel ID-404) 

YourRef.FEDOOIS 



Dear Tony: 



Please prepare a patent application for filing In connection witli the above-referenced 
invention. 

Once the application has been approved by the inventor and Federal-IVlogurs Patent 
Counsel, you will be responsible for filing and docketing this application, including 
preparing and filing all associated legal documentation, prosecuting the application, and 
any and all corresponding foreign patent applications, unless otherwise agreed. 

Federal-Mogul wishes to receive and pay only one invoice for the preparation of this 
application. Therefore, upon delivery of the completed patent application, please submit 
a single itemized invoice for your services, plus incurred expenses. 

The inventor's name and phone number is listed below. Please contact him directly 
regarding technical questions. 

Inventor: David E. Winn (Logansport, IN) @21 9-735-0263 / Fax 21 9-735-0242 
Very truly yours. 



Jacqueline Marasco 
IP Assistant 

FMettf*Mogul Cotporalion • World Headquarters • 2655S Northwestern Highway • Southfleld. Michigan 48034 

Tel. (248) 354-7700 • Fax (248) 354-8950 
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Baker & Daniels 

EST. 1863 

, n e. WAYNE STRfiBT. SUITC WW • ^OPT WAYNE. INDIANA 46802 • (219, 424-8000 • FAX ,218» 4*o..700 A^,^.^ 

_^ INOIANAMLIS 
MlCHABL O. SCMWART2 p^P^ WAYNB 

O(RBCrUl9>4«0*«7«« SOUTH SEND 

o-m»»l: nMlselwr»f»»>a»i«« «iin O'^ OrtAt ELKHART 

January 22» 2001 wash.n<ston. o.c. 

OINGDAO. P.R. CHINA 

Mr. Lany J. Tipton 
Federal-Mogul Corporation 
91 industrial Blvd. 
Logansport,IN 46947 



Re: New U.S. Patent Application 

Title: FUEL PUMP/FILTER INTEGRATION 
Ourref.: FED0013 

Dear Larry: 

Enclosed herewith please find a draft version of the above-identified patent application 
including specification, claims, abstract, and drawings. 

Please review the appUcation to ensure fliat it adequately and accurately desaibes mmI 
illustrates ihc mvention. While the description and drawings embody our understanding of the 
mvention and its mode of operation based on Hie information you provided to us, the inventors 
have the ultimate responsibility to ensure that the disclosure of the mvention m a pateiit 
application is complete and conect. Thus, if any part of the application is ^^f;^lf'?^ ^ 
amplified, please note any necessary changes and give me a call so that we may discuss them 

Please keep the following points in mind as you review the appUcation: 

1. The information in the application must be technically correct. 

2. Tbie information in the appUcation must be of sufficient detail to aUow a person of 
oidmaiy skiU in the art to make and use the invention. 

3 The patent appUcation must set forth the best mode you now, in your subjective 
view as the inventor, contemplate for making and usmg the mvention. Inother 
words if there are any details that have not been disclosed that would help anoto 
person use the invention more effectively, those detaUs should be disclosed m the 
application. 

4. The patent application must identify any limitations that are critical to the 
opetrability of the hivention. 
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Mr.LanyJ.Txpton 
January 22, 2001 
Page 2 

5 . You should consider any other aspects of the invention that should be added. 

6 Inventorship must be correctly identified. The fall name, including middle initial, 
of any joint inventors must be listed in the patent appUcation. 

7 Hie most relevant references in the prior art (what appeared in patents or other 
publications or was publically Icnown before your invention) known to you must 
be disclosed either in the application itself or provided to the patent exanmer m 
an Information Disclosure Statement Also, any offer for sale sale or pubhc 
of a device or mefliod sumlar to the mvention would be considered pnor art if it 
occurred more than one year before the filing date of the patent application and 
must, similarly, be disclosed. 

Please contact me after you have completed your review and I wiU ^^f^^^^^ 
necessa^ changes andforwardafmalizedversionof the patent^^^^^^ 

p«,ers for execution so that we may file tins patent application "^.^^.^'^^f J^^^^^^^^ 
?Scted David Wimi today and will forward tiie finahzed application to him after you have 

completed this initial review. 

If you have any questions conoaning any of tiie above, please do not hesitate to contact 

me. 

Very truly yours, 



Michael D.Schwartz 

MDS13/159609 

Enclosure: draft patent supplication 

c: A. Niewyk, Esq. 
J. Shackelford, Esq. 



